THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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ON BRI EF

Before WNTERS, WLLIAMF. SMTH and LORIN, Adninistrative
Pat ent Judges.

W NTERS, Adninistrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal fromthe final rejection of claim2,
the sole claimremaining in the application. Caim?2 reads as
foll ows:

2.  N-al kyl deoxygal actonojirimycin in which the
al kyl is butyl.
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| . REFERENCES

The references relied on by the exam ner are:
Cetman et al. (Getnman) 5, 128, 347 Jul. 07, 1992

Legler et al. (Legler), "SYNTHESI S OF 5- AM NO 5-
DEOXY- D- GALACTOPYRANCSE AND 1, 5- DI DEOXY- 1, 5-1 M NO- D
GALACTI TOL, AND THEIR I NHI BI TION CF "- AND $- D
GALACTOSI DASES" Car bohydrate Research, 155, pp 119-
129

(1986) .

The references relied on by this nerits panel are:

Ameri can Chem cal Society File Registry No. RN 108147-54-

Enzure, et al. (Ezure) 2,086, 413 Dec. 30, 1991.
(Canadi an Patent Application)

1. REJECTION

Claim2 stands rejected under 35 U.S.C. § 103 as
unpat ent abl e over Legler in view of Getnman.

On consideration of the record, we reverse the examner’s
rejection and enter a new ground of rejection under the

provi sions of 37 CFR § 1.196(b).

11, THE EXAM NER S REJECTI ON

A.  The subject matter on appeal is directed to N

but yl deoxygal actonojirinmycin (N-butyl D&). Specification,



Appeal No. 1996- 2537
Application No. 08/102, 654

page 2, lines 3-6, and 23-24. This conpound sel ectively

inhibits the

bi osynt hesis of glycolipids “without effect either on the
maturation of N-linked oligosacchrides or |ysosoma

gl ucocer ebrosi dase.” Specification, page 2, line 29, through
page 3, line 2.

B. Legler discloses N heptyl-deoxygal actonojirinycin (N
heptyl D&) (page 122, |lines 5-6, page 127, |ines 25-30, and
Table 1 at page 122). According to Legler, this conmpound
shows inhibition of $-D gal actosidase fromE.coli and $-D
gl ucosi dase from al nonds. See Table 1. However, Legler does
not di sclose N-butyl DGJ.

C. Getman describes 1, 4-di deoxy-4-fluoronojirinycin
conmpounds, represented by chem cal fornmula at col. 1, |ine 54,
through col. 2, line 1. Getman discloses that the R group
attached to the nitrogen-ring-atomrepresents H or alkyl

radi cals having from1 to about 10 carbon atons. According to
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Cet man, these conpounds mani fest gl ycosi dase inhibition
activity. Getman illustrates the glycosidase inhibition
activity of 1, 4-dideoxy-4-fluoronojirimycin and N butyl-1, 4-
di deoxy-4-fluoronojirimycin (Table 1 at col. 14, and the

acconpanying text). GCetman

discloses that “[i]t is contenplated that other N-derivatives
will also mani fest glycosidase inhibition activity” (col. 12,
lines 61-66).

D. The exam ner concludes that a person having ordinary
skill in the art at the tinme the invention was nade woul d have
found it obvious to vary the length of the al kyl chain
attached to the nitrogen-ring-atomof Legler's D& conpound
with the expectation that the resulting conpounds woul d be
useful in binding $-D gal actosi dase fromE.coli and $-D
gl ucosi dase from al nonds. Answer, page 2, |lines 18-23.

E. W agree with the examiner’s prima facie case of

obvi ousness. Legler’s N-heptyl-D& and the 1, 4-di deoxy- 4-
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fluoronojirimycin conpounds of Getman are simlar in chem cal
structure and have a simlar property, nanely, glycosidase
inhibition activity. Accordingly, the replacenment of heptyl

with butyl in Legler’s N-heptyl D& woul d have been obvious to
a person having ordinary skill in the art, because that
person woul d have had a reasonabl e expectation that non-

al kyl ated D& and N-al kyl - D& conpounds where the al kyl group

has 1 to about 10

carbon atons woul d have simlar properties. “An obviousness
rejection based on simlarity in chemcal structure and
function entails the notivation of one skilled in the art to
make a

cl ai med conpound, in the expectation that compounds simlar in

structure will have simlar properties.” 1n re Payne, 606

F.2d 303, 313, 203 USPQ 245, 254 (CCPA 1979).
F. However, the evidence in this record addresses the

thrust of the rejection and rebuts the examner’s prim facie

case of obviousness. Appellants argue that they have found

5
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that the non-al kyl ated DGJ, N-nethyl-DG, and N-ethyl -D& are
inactive for the inhibition of glycolipid biosynthesis,
whereas N-butyl DG achieves full inhibition of glycolipid

bi osynthesis. Brief, page 3, fourth and fifth paragraphs, and
page 10, lines 5-10. Appellants’ argunent is supported by
evidence in the specification, page 18, lines 1-19, and Figure
4B. Thus, variation of the al kyl group attached to the
nitrogen-ring-atomin Legler’s D& conmpound would lead to
conmpounds having distinctly different properties, contrary to

t he expectation of

simlar properties based on the exam ner’s concl usi on of
obvi ousness.
Accordingly, we reverse the rejection of claim2 under 35

U S.C. 8 103 as unpatentable over Legler in view of Getnan.

V. NEW GROUND COF REJECTI ON

Under the provisions of 37 CFR § 1.196(b), we enter the
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foll ow ng new ground of rejection.
Claim2 is rejected under 35 U.S.C. 8 102(b) as
antici pated by Ezure!, as further evidenced by Anmerican
Chem cal Society File Registry No. RN 108147-54-2 and Legl er.
Ezure describes the conmpound recited in claim2 on
appeal. Ezure describes the synthesis of N-n-butyl-1-
deoxygal actostatin, and shows that the conpound has $-
gal act osidase inhibitory activity (Exanple 23 at page 29, and
Table 1 at page 31). This conmpound is also identified as N
n- butyl -1, 5-di deoxy-1, 5-i m no-D-gal actitol or N-n-butyl-1-
deoxygal actonojirinmycin. See File Registry No. RN 108147-54-

2, and Legler, page 120, lines 12, 18 and 19.

V.  CONCLUSI ON

In conclusion, for the reasons set forth in the body of
this

opi nion, we reverse the rejection of claim2 under 35 U S. C

YEzure is the Canadian equival ent of European Patent Application
0536402-A, cited on the form PTO 1449 filed Sep. 15, 1994, attached to Paper
No. 9.
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8 103 as unpatentable over Legler in view of Getman. W enter
a new ground of rejection of claim2 under 35 U.S.C. § 102(h)
as anticipated by Ezure.

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b)(anmended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR 8 1.196(b) provides that, “A new ground of rejection
shal | not be considered final for purposes of judicial
review”

37 CFR 8 1.196(b) al so provides that the appell ant,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the followng two options wth respect to the new
ground of rejection to avoid term nation of proceedings
(8 1.197(c)) as to the rejected cl ains:
(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard
under 8§ 1.197(b) by the Board of Patent Appeals and

8
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I nterferences upon the same record. :
No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

8§ 1.136(a).
REVERSED
37 CFR § 1.196(hb)
SHERVMAN D. W NTERS )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
WLLIAMF. SM TH ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
HUBERT C. LORIN )
Adm ni strative Patent Judge )
vsh
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